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Remarks 

Applicant thanks the Examiner for the Written Office Action. In particular, 
Applicant thanks the Examiner for pointing out the antecedent basis issue in claim 2. 
Additionally, Applicant thanks Examiner for noting that claim 9 is "allowable if rewritten 
in independent form including all of the limitations of the base claim and any intervening 
claims." 

With regards the substantive portion of the Written Office Action, the Office 
Action indicated that in claim 2 the limitation "the cylindrical portion" had insufficient 
antecedent basis. The Office Action rejected, under 35 U.S.C. § 102, claims 3-5 as being 
anticipated by U.S. Patent No. 5,507,044 by Williamson et al. ("Williamson") and claims 
6-8 as being anticipated by U.S. Patent No. 6,401 ,280 to Baker ("Baker"). The Office 
Action rejected, under 35 U.S.C. § 103, claims 1-2 as being unpatentable over U.S. 
Patent No. 5,400,450 to Leoutsakos ("Leoutsakos") in view of U.S. Patent No. 6,138,301 
to Battison ("Battison"), and further in view of U.S. Patent No. 5,448,791 to Brown 
("Brown"). The Office Action objected to claim 9 as being dependent upon a rejected 
base claim, but noted claim 9 "would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims." 

Claims 1 - 3, 6, 8 and 9 are amended. New claims 10 - 1 1 are added. The 
majority of the amendments are for clarity and to broaden the claims where appropriate. 
Applicant believes the new claims to have adequate support in the specification. In 
particular, the new claims are at least supported by figure 16. 
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Claim Rejections - 35 ILS.C. § 102 

In the Office Action, claims 3-5 were rejected under 35 U.S.C. § 102(b) as being 
unpatentable over U.S. Patent No. 5,507,044 to Williamson et al. In formulating this 
rejection, the Office Action disregarded the limitation "designed to fit under a cushion- 
type portion of the furniture" reasoning "it has been held that a recital with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate 
the claimed apparatus from prior art apparatus satisfying the claimed structural 
limitations." 

All instances of the word "designed" in the claims of the application have been 
changed to "configured." Where the word designed may be interpreted to denote a 
purpose or intention, the word configured clearly denotes functional limitations. The 
Applicant respectfully submits that claims 3-5 are patentable over U.S. Patent No. 
5,507,044 to Williamson et al. The disregarded limitation "designed to fit under a 
cushion-type portion of the furniture" has been changed to "configured to fit under a 
cushion-type portion of the furniture." This change more clearly indicates a structural 
limitation, not a manner of employment. It is apparent that Williamson is not 
"configured to fit under a cushion-type portion of the furniture" and further, would 
require structural changes before it could be "configured to fit under a cushion-type 
portion of the furniture." If the invention of Williamson were placed under a cushion- 
type portion of furniture it would not fit without difficulty because of its design and may 
even damage the furniture or occupant of the furniture. 

Additionally, the law cited in the Office Action, 2 USPQ2d 1647 (1987) and 
found in MPEP 2114, relates to means-plus function claim language. Specifically, the 
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doctrine of 2 USPQ2d 1647 relates to the language "for mixing flowing developing 
material." The word "for" as used in 2 USPQ2d 1647 merely denotes a purpose or mode 
of use. The words "configured to" carry a different meaning and are not means-plus 
function language. The words "configured to" denote structural limitations not a mode of 
use, where design of a component entails configuring the structure of the component. 
Therefore, applicant respectfully submits that claims 3-5 are patentable over Williamson. 

In the Office Action, claims 6-8 were rejected under 35 U.S.C. § 102(b) as being 
unpatentable over U.S. Patent No. 6,401,280 to Baker. Claim 6 has been amended to 
include the limitation "wherein, in the folded position, adjacent legs of the U-shaped base 
and the U-shaped handle are in planes substantially perpendicular to the planes of the U- 
shaped base and U-shaped handle." Claims 7-9 depend from claim 6. Baker does not 
teach "wherein, in the folded position, adjacent legs of the U-shaped base and the U- 
shaped handle are in planes substantially perpendicular to the planes of the U-shaped 
base and U-shaped handle." Applicant respectfully submits that claims 6-8 are in 
condition for allowance. 

Claim Rejections 35 U.S.C. § 103(a) 

In the Office Action, claims 1-2 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Leoutsakos in view of Battiston and in further view of Brown. 
Applicant respectfully submits that the Office Action does not include a prima facie case 
for an obviousness rejection of claims 1-2. The Office Action does not include a 
suggestion or motivation to combine the cited references. Further, Brown does not 
include the limitation for which it is cited. 
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"It is insufficient that the prior art disclosed the components of the patented 
device, either separately or used in other combinations; there must be some teaching, 
suggestion, or incentive to make the combination made by the inventor." Northern 
Telecom, Inc. v. Datapoint Corp., 908 F.2d 931, 934 (Fed. Cir. 1990) See e.g. 
Interconnect Planning Corp. v. Fell 114 F.2d 1 132, 1 143, 227 USPQ 543, 551 
(Fed.Cir.1985). To establish prima facie obviousness, there must be some suggestion or 
motivation to modify the reference or to combine reference teachings to arrive at the 
claimed invention. "The teaching or suggestion to make the claimed combination ... must 
be found in the prior art, not in applicant's disclosure." MPEP 2143, citing In re Vaeck, 
947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). "The mere fact that references can be 
combined or modified does not render the resultant combination obvious unless the prior 
art also suggests the desirability of the combination." See MPEP 2143.01, citing In re 
Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). 

Leoutsakos discloses a planar base member, a receiving portion, a connector and a 
handle. Leoutsakos does not, at any time, suggest nor does it provide any motivation to 
combine the previously listed limitations with an adjustable portion including a plurality 
of apertures and a spring button. Further, Leoutsakos does not at any time suggest nor 
does it provide any motivation to combine the previously listed limitations with "a 
connector designed to connect the receiving portion to the base member," wherein the 
connecter includes a C-shaped connector. 

Battiston discloses a device having an adjustable portion including a plurality of 
apertures and a spring button. Battiston does not, at any time, suggest nor does it provide 
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any motivation to combine the previously listed limitation with a planar base member, a 
receiving portion, a connector and a handle. 

Brown discloses a device with a C-shaped bracket configured to removably attach 
to a bed frame, (cols 3-4, Brown '791). The cited limitation in Brown is significantly 
different from "a connector designed to connect the receiving portion to the base 
member," including a C-shaped connector. In particular, Applicant points to the 
differences between "removably attach" and "connect" as well as the differing 
attachment points, namely connecting to a "bed frame" as opposed to "a planar base 
member." Further, Brown does not, at any time, suggest nor does it provide any 
motivation to combine the previously listed limitation with a planar base member, a 
receiving portion, a connector and a handle. 
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Conclusion 



For these reasons, it is believed that none of the prior art teaches the claimed 
invention. Furthermore, it is believed that the foregoing amendment has adequate 
support in the specification, and accordingly there should be no new matter. Applicant 
believes the pending claims have addressed each of the issues pointed out by the 
Examiner in the Office Action. In light of the foregoing amendment, the claims should 
be in a condition for allowance. Should the Examiner wish to discuss any of the 
proposed changes, Applicant again invites the Examiner to do so by telephone 
conference. 



Michael W. Starkweather 
Starkweather and Associates 
9035 South 1300 East 
Suite 200 

Sandy, Utah 84094 
Telephone: 801/272-8368 



Respectfully Submitted, 




Michael W. Starkweather 
Registration No. 34,441 
Attorney for Applicant 



Date: J* 
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Amendments to the Drawings 

None 
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/Vt writ: 3573 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 2 recites the limitation "the cylindrical portion". There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 3-5 are rejected under 35 U.S.C. 102(b) as being U.S. Pat. No.5,507,044 
by Williamson et al. 

Claim 3, Williamson discloses an assistance device for assisting a user in getting 
into and out of various body positions on a piece of furniture comprising: 
a base 14 having a horizontal and vertical; 

at least one leg 28 having a first end rotatably attached to the base to extend 
vertical from the horizontal dimension of the base, and desired to rotate along a plane 
that is perpendicular to the horizontal dimension of the base; 

a handle 106 rotatably coupled to a second end of the at least one leg; and 
a locking device functionally coupled to the at least one leg, and desired to maintain the 
at least one leg in a fixed vertical position and to allow rotation of the at least one leg 
(col. 7 lines 15-20). With regards to the Applicant's recitation "designed to fit under a 
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r.ushiotype portion of the furniture" it has been held that a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate 
the ciaimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations. Ex parte Masham, 2 USPQ2d 1647 (1987) 

Claim 4, wherein the locking device is located on the handle and engages the leg 
to maintain the leg in at least a vertical position (col. 7 lines 3-20). 

Claim 5, wherein the handle maintains a horizontal orientation to the base while 
being pivoted (fig. 5). 

Claims 6-8 are rejected under 35 U.S.C. 102(b) as being U.S. Pat. No. 6,401,280 
to Baker. 

Claim 6, Baker discloses an assistance device for assisting a user in getting into 
and out of various body positions on a piece of furniture comprising: 

a U-shaped base 40 having: a horizontal and vertical dimension, and a first and 
second end facing a same direction; 

an first and second attachment bracket (fig. 4) coupled to the first and second 
end of the base respectively; 

a U-shaped handle 12 having a first and second handle end respectively coupled 
to the first and second brackets to enable the handle to maintain a vertical position with 
respect to the base when the first and second brackets are in a locked position (fig. 3), 
and to be maintain a folded position (fig. 2) with the handle being parallel to the base 
when the first and second brackets are in an unlocked position. 

Claim 7, wherein the base is formed of a tubular member. 
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Claim 8. wherein the first and second brackets each comprise an axel that is 
ocrnanently coupled to the bracket and respective first and second ends of the handle 
to allow the handle to rotate about the handle. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Pat. No. 5,400,450 to Leoutsakos in view of U.S. Pat. No. 6,138301 to Battiston, and 
further in view of U.S. Pat No. 5,448,791 to Brown. 

Claim 1 , Leoutsakos discloses a device for assisting a user in getting into and out 
of sitting and prone positions on a bed, the device comprising; 

a planar base member 20 desired to fit between the mattress and box spring of 
the bed; 

a receiving portion (22,23); a connector 24, and a handle 39. Leoutsakos fails to 
disclose the handle having an adjustable portion including a plurality of apertures and a 
spring button. Battiston discloses an device having an adjustable portion including a 
plurality of apertures 54 arrayed in serial fashion that are desired to correspond to a 
spring button 56. It would have been obvious to one having ordinary skill in the art at 
the time of the invention to employ an adjustable portion as taught by Battiston in order 
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to adjust the height of the handle of Leoutsakos to locations at predetermined points. 
: soutsakos also fails to disclose the connector including a C-shaped bracket. Brown 
discloses a device with a C-shaped bracket 68. It would have been obvious to one 
having ordinary skill in the art at the time of the invention to have the connector C- 
shaped as taught by Brown in order to secure to the walls of the base member of 
^eoutsakos and provide adequate support for the handle. 

Claim 2, wherein Leoutsakos, as modified, discloses the bracket including 
apertures 25 for receiving bolts, which also pass though corresponding apertures in the 
base member (col. 3 lines 47-51 )(Leoutsakos). 

Allowable Subject Matter 

Claim 9 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
sxaminer should be directed to Fredrick C Conley whose telephone number is 308- 
7468. The examiner can normally be reached on m-th m-fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Shackelford can be reached on 308-2978. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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